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issues. J CT 35 USC 1 12 W regaling enablement and written description 

Continuation's, does NOT place the application in condition for allowance because 
Double Patenting 

C/a/m Rejections - J5 KSC £772 

further argues that mere IZ^Tot cZ!^ a f™ 1 ^ mailed on 12/31/01. The applicant 
^^tnos^^^^^^Z'^ reCOgniti ° n SitC 15 a " that is of 
Dr. Choulika's declaration sate 'th t ! nS^SSSSiST^ 7* ^ 3PPllCant """» that 
have same wild-type phenotype as a m^t^Ss^ -S^^ Teco ^ sit * should 
mice as disclosed by Dr. cika ZZST^ T^i lT^^T ^ Chimeric 

mice only need to carry exogenous DNA to\T^ 8 T , a PP llcant that transgenic 

transmissible (response 03^! ^%^ b ?. tnBU W Bnc but th *t DNA need not to be germ line 

^ vicspunbe, page 5, para.2). The applicant concluded that m cc • , 

make transgenic mice and in view of that Dr ChouliW Z, ! f ~ Cdls 3re routinely used to 
expectation of success to obtain germ Sine utsnSon ^ W0UW haVe reasonable 

few d °f ce a ; tion which ciear * - 

encompasses any and all endonuclea Sl?^ ^ inVention as claimed 

At best the specification only digcloJ^SSJ^S? ? , Gro"p-I-,ntron-encoded endonuclease sites. 
H (I-Tevl). The ^ca&«SS^ SSr^ 1 " T ClaSS 1 ^ McdV ' ^ and <*» 
Class TV (I-Tevfl) and Class V ? Tevnn h ^ ^nuclease sites that represent Class m (I-Ppol) 

instant <T ^ ' ? ^ fc ""W" 

typical structural motifs (spec, page 21 liSs n 5? T„ f ^ T "* n0t re P resented «V 
nucleotide sequences and/or sXral «£ft th^' Speclflcatl0n fails * disclose any consensus 
endonuclease sites that ex 1S Tin ^ 12™ / F**^ CkSS ° f ^"P" 1 enc ^d 

totaed/te^^ "oses tran^gemoeas^r 

"^"g of a taSSri^D^a™^£ dec^ ion even fS f C ° nS1 1 denn g ""predictability in the 
encodes that encodes a I-Sce-I ^A^^T^^a^?"^ & Smgle mouse 
mice) because no germline £n^ 

smgle transgenic mouse encoding the <^^SSSt^^S^^ **« a 

re Scarb^ ^Q^^ % -~ SSft SSL (see In 

the scope ofUlement Q (S 

Group-I-,ntron-encoded endonuclease sites Further™- * J )l ■ ™ 6 appllCant fails t0 disclos e all 
cell lines and/or cWmeric offspring StoSjZ?™ V™ X Ce " S ' transformed ™use 

transgenic mouse as claimed. iL^WafTS n ° r predlcts , the P he notypic characteristic of 
broad genus, particularly when tte ^ 

Passing, (see In_rejLd 1 ° f that ^ even » 

-PQ.nd 14S1 (CAFC 2000, T*^»£* «~ ^ 



ii Application/Control Number: 09/244, 1 30 
Art Unit: 1636 



Page 3 



that transgenic mouse as claimed is predictable anH T> rJTi? .7 f 12/31/01. The applicant argues 
this assertion (response, pages 5 6) SE™£ misl^^oti (SeC ° nd) dearIy SUpport 

alone C ann 0t ta J , ^ A" ~ ^"SSS 

disclose what is we 1 known in t Z fi hIS T* ^ Specification did ^ 

2d 1367, 1385, 231 USPO 81 9*Fed Ci 19^' g Ybntech J™' V Monoclonal Antibodies Tnr ., 802 F. 
a rule of supplementation not off - re P eated dement is merely 

minor details'does no cause pedfiS to fail o meeM^ t ^ * ^ that the ° mission of 

While every aspect of i uiil^ l'„. !" *? not """'«""• ■«»"'""- 

exemplified in tlspecificE « STHfl ™1 T , ^ T*" ° U * " y m inventor > OT 
publ,c,ou„der St andLc^ L tem V e„a* Pr ° V " iKl '" " mmbers ° f te 

P»ge 67, .able-l). The^iS Z t ^l fi d"l <T W P ~ 3 " 

multipotent cell line using viral vector, h,,t J£Tfi f X retro ) aral mfe ction of a mouse PCC7-S 
the making of a trasS™ ^^IIS^Z^^^ ^ Wto 
teaches genetic recombination especially toe ^ ' ! 1 Furthermore > specification 

Yeast (page 3, para.1-2 example 1 2 and ^ 3^^ T reC0mbinatl0n ln the ***8 of S^nsgenic 
that '^method can 'ahoTe u ed S t 5** 

Choulika'sdeclarationfs) fails to di^Wo l ■ FT (pagC 85 para1 ' Dara - 3 )- Similarly, Dr. 

she. At best th3t enC0des * at e -<> d es the I^Sce-I 

from 50%-85o/o. Th^ZvZaT^^T,fr nnS ** phyn0typic expression 

recognition site or iCXte ' SmglC m ° USe encodin g the ^ 

thatphen^^^^ 

the art is umiece^y!l?SSlv experimentation left to those skilled in 

USPQ2nd 1400(Fed.Ci;,?988) ^ ^ ^ See h re Wands - 858 F.2d 731, 8 
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